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DETAILED ACTION 

Election/Restrictions 

Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions which 
are not so linked as to form a single general inventive concept under PCT Rule 13.1 . 

In accordance with 37 CFR 1 .499, applicant is required, in reply to this action, to 
elect a single invention to which the claims must be restricted. 
Group I, claim(s) 15-21, drawn to a method. 
Group II, claim(s) 1-14, drawn to an apparatus. 

The inventions listed as Groups I and II do not relate to a single general inventive 
concept under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or 
corresponding special technical features for the following reasons: The corresponding 
technical feature of groups I and II is an electrode system configured to dewater 
material using at least one electrode made of a synthetic material. Miller et al. US 
2003/0150789 discloses an electrode system configured to dewater material using at 
least one electrode made of a synthetic material The corresponding technical feature 
therefore does not make a contribution over the prior art and there is no single general 
inventive concept that links the two groups together. Therefore, there is a lack of unity 
of invention in the groups of inventions claimed by the applicant. 

During a telephone conversation with William Prout on 4/7/2008, a provisional 
election was made without traverse to prosecute the invention of Group II, claims 1-14. 
Affirmation of this election must be made by applicant in replying to this Office action. 
Claims 15-21 are withdrawn from further consideration by the examiner, 37 
CFR 1.142(b), as being drawn to a non-elected invention. 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
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remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .17(i). 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1, 2, and 4-9 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Miller et al. US 2003/01 50789 A1 . 

Regarding claim 1 , Miller teaches an apparatus capable of reducing the liquid 
content of a material comprising a particulate/liquid dispersion or suspension, the 
apparatus comprising: 

A receiving zone to contain the material (0010), at least one pair of electrodes 
spaced apart within the receiving zone (0011 and 0012), having a potential 
difference there across and hence across the material in use to drive 
electro-kinetic dewatering (0021), and a drain means to enable removal of 
water (0031 ), wherein at least one of the electrodes comprises a textile or other 
synthetic material at least in part associated with a conductor so as to constitute where 
so associated a conducting electrokinetic textile or other synthetic material. (0035) 

Regarding claim 2, Miller teaches an apparatus in accordance with claim 1 for 
reducing the liquid content of a material comprising a dispersion or suspension of 
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inorganic particles being a byproduct of mining, manufacturing or other industrial 
processes. (0047) The examiner interprets the sludge to be a byproduct of an industrial 
process, such as waste water treatment. 

Regarding claim 4, Miller teaches an apparatus in accordance with claim 1 
wherein the drain is formed as an integral structure with the conducting electrokinetic 
textile or other synthetic material electrode. (0034 and 0035) 

Regarding claim 5, Miller teaches an apparatus in accordance with claim 4 
wherein the receiving zone is at least partly defined by a filtration membrane permeable 
to the liquid but impermeable to at least some and more preferably substantially all of 
the particulate solids contained within the material, which filtration membrane comprises 
a textile or other synthetic material at least in part associated with a conductor so as to 
constitute where so associated the said conducting electro kinetic textile or other 
synthetic electrode. (0035) 

Regarding claim 6, Miller teaches an apparatus in accordance with claim 5 
wherein, the filter membrane is a sheet-like material having a primarily polymeric base 
structure. (0035) 

Regarding claim 7, Miller teaches an apparatus in accordance with claim 6 
wherein the filter membrane includes conducting elements in a composite material 
composition. (0035) 

Regarding claim 8, Miller teaches an apparatus in accordance with claim 5 
wherein the apparatus further comprises a separate conductor so disposed within the 
apparatus as to be caused during use to come into contact with the filtration membrane 
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material over at least a part of the area thereof. (0039) The examiner interprets 
conductor 14 to come in contact with the filter material. 

Regarding claim 9, Miller teaches an apparatus in accordance with one of claims 
5 wherein the electrode at least partly comprises a conductor, either in that the material 
is inherently conducting or in that it integrally incorporates conductive material into its 
structure. (0034 and 0035) The examiner interprets metal to be inertly conducting. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 
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were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 3, 10 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Miller et al. US 2003/01 50789 A1 . 

Regarding claim 3, Miller teaches an apparatus in accordance with claim 1 but 
does not teach wherein the second electrode is also a conducting electro kinetic textile 
or other synthetic material. It would have been obvious to one of ordinary skill in the art 
at the time of the invention to use a synthetic mater for the second electrode, since it 
has been held to be within the general skill of a worker in the art to select a known 
material on the basis on its suitability for the intended use as a matter of obvious design 
choice. Miller mentions the use of synthetic material for an electrode in paragraph 35. 

Regarding claim 10, Miller teaches an apparatus in accordance with claim 9 but 
does not teach wherein the electrode comprises a conducting, geosynthetic material. It 
would have been obvious to one of ordinary skill in the art at the time of the invention to 
use geosynthetic material for the electrode, since it has been held to be within the 
general skill of a worker in the art to select a known material on the basis on its 
suitability for the intended use as a matter of obvious design choice. Miller mentions the 
use of synthetic material for an electrode in paragraph 35. 
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Regarding claim 14, Miller teaches an apparatus in accordance with claim 10 
wherein the electrode comprises inherently conducting material, for example being 
polymeric material loaded with conducting particles. (0034 and 035) 

Claims 10-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Miller US 2003/0150789 in further view of Netlon Limited GB 2,327,686. 

Regarding claim 10, Miller teaches an apparatus in accordance with claim 9 but 
does not teach wherein the electrode comprises a conducting, geosynthetic material. 
The Netlon limited reference teaches the use of geosynthetic material in combination 
with electro kinetics. (Page 1 line 1-17) It would have been obvious to one of ordinary 
skill in the art at the time of the invention to replace the synthetic material for the 
electrode in the Miller reference with the geosynthetic material in the Netlon reference, 
since it has been held to be within the general skill of a worker in the art to select a 
known material on the basis on its suitability for the intended use as a matter of obvious 
design choice. The geosynthetic material is known to be effective, so it would be an 
obvious choice of available materials. 

Regarding claim 1 1 , Miller in view of the Netlon reference teaches an apparatus 
in accordance with claim 10 wherein the electrode comprises a generally inherently 
non-conductive geosynthetic material in association with at least one metallic or non- 
metallic conducting dement to produce a composite conducting geosynthetic material. 

Regarding claim 12, Miller in view of the Netlon reference teaches an apparatus 
in accordance with claim 1 1 wherein the electrokinetic material comprises a woven or 
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non-woven polymeric material incorporating a plurality of elongate conducting elements 
there within, in particular in one or more parallel arrays. (Miller 0035)(Netlon Page 1 1- 
17) 

Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Miller 
US 2003/0150789, Netlon Limited GB 2,327,686, and Kunkle et al. (US 4,680,104). 

Regarding claim 13, Miller in view of the Netlon reference teaches an apparatus 
in accordance with claim 1 1 but does not teach wherein a conducting element 
comprises metal coated in mixed metal oxide. Kunkle does teach the use of a 
conducting element comprises metal coated in mixed metal oxide. It would have been 
obvious to one of ordinary skill in the art to modify Miller in view of Netlon with Kunkle 
and use a conducting element comprising of metal coated in mixed metal oxide since it 
is known in the art that metal oxides are effective in dewatering. It is within the ordinary 
skill of one in the art to use methods known to work. (Example US 4,680,104 Kunkle et 
al. Column 8 line 55-60) 

Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CAMERON J. ALLEN whose telephone number is 
(571)270-3164. The examiner can normally be reached on M-Th 9-7pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Walter Griffin can be reached on 571-272-1447. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

CJA 

/Walter D. Griffin/ 

Supervisory Patent Examiner, Art Unit 1797 



